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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and witi expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 16 February 2005 , 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for fornial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1,2,5 and 7-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |HI Claim(s) 1.2.5 and 7-12 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) Including the correction is required if the drawlng(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52, 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
sM All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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DETAILED ACTION 
Response to Amendment 

1 . Amendments to claims 1 , 2, and 7-12 have been entered in the above-identified 
application. Claims 3, 4, and 6 have been cancelled. Claims 1, 2, 5, 7-12 are now 
pending. 

Claim Objections 

2. The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

There are two claims numbered 7 in this amendment. The second misnumbered 
claim 7 has been renumbered 8 and hence the numbering of all claims following 
misnumbered 7 has also been corrected. Con-ectly numbered claims must be presented 
in reply to this Office Action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1 , 2, and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Chacl<o(US 6.617,377 B2). 

Chacko discloses conductive compositions containing nanomaterials (Column 1 , 
lines 9-1 1 ) and specifically comprising 5-30 wt.% of polymer resin and 1-20 wt.% carbon 
nanoparticles. The carbon nanoparticles may be carbon nanotubes (Column 2, lines 33- 
47). The polymer should have a high glass transition temperature and polylmides are 
preferred polymers (Column 3, lines 35-45). The nanoparticles are used in the range of 
0.025-20 wt.% of the composition (Column 4, lines 61-65). The composition may be 
applied to a substrate and the wet film thickness is typically 40 microns (Column 6, lines 
29-31). With regards to the surface electrical resistivity, the volume electrical resistivity, 
and the mechanical elongation, the Examiner takes the position that the conductive film 
taught by Chacko would inherently have the same electrical resistivity, the same volume 
electrical resistivity, and same the mechanical elongation given that the chemical . . 
composition and the structure, i.e., the thickness of the film, of the conductive film 
taught by Chacko and that of the claimed invention are identical. All limitations of claims 
1-6 are either inherent or disclosed in the above reference. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 , 2; 5, and 7-12 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Schlueter, Jr. et al. (US 6,201 ,945) in view of Chacko (US 6,61 7,377 

B2). 

Schlueter, Jr. et al. disclose a polyimide film containing electrically conductive 
doped metal oxide filler dispersed therein and wherein the polyimide film has a surface 
resistivity of from 10* to 10^^ ohm/sq (Column 4, lines 3-7), a volume resistivity of form 
10 to 101 1 ohm.cm (Column 8, lines 50-60) and has a thickness of form about 25 to 
about 150 microns thick (Column 8, lines 41-45). The film is prepared by using a 
reaction product of a diamine and a dianhydride dissolved in a solvent, adding and 
dispersing an appropriate amount of filler, casting the mixture of a surface, removing the 
solvent by evaporation and eating to convert the polyamic acid to polyimide (Column 9, 
lines 15-30). 

Schlueter, Jr. et al. do not disclose that the electrically conductive filler may be 
carbon nanotubes. 

However, Chacko discloses conductive compositions containing nanomaterials 
(Column 1, lines 9-11) and specifically comprising 5-30 wt.% of polymer resin and 1-20 
wt.% carbon nanoparticles. The carbon nanoparticles may be carbon nanotubes 
(Column 2, lines 33-47). The polymer should have a high glass transition temperature 
and polyimides are prefenred polymers (Column 3, lines 35-45). The nanoparticles are 
used in the range of 0.025-20 wt.% of the composition (Column 4, lines 61-65). The 
composition may be applied to a substrate and the wet film thickness is typically 40 
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microns (Column 6, lines 29-31). Chacko specifically teaches that the mechanical and 
thermal properties of the film can be increased by the incorporation of materials of 
nano-dimensions and the function of the nanoparticles is to increase the polymer-filler 
interactions (Column 2, lines 48-60). 

Accordingly, it would have been obvious to one having ordinary skill in the art to 
replace the electrically conductive doped metal oxide filler of Schlueter, Jr. et al. with the 
carbon nanotubes taught by Chacko given that Chacko specifically teaches that the 
mechanical and thermal properties of the film can be increased by the incorporation of 
materials of nano-dimensions and the function of the nanoparticles is to increase the 
polymer-filler interactions. With regards to the mechanical elongation, the Examiner 
takes the position that the conductive film taught by Schlueter, Jr. et al. and Chacko 
would inherentiy have the same the mechanical elongation given that the chemical 
composition and the structure, i.e., the thickness of the film, of the conductive film as 
taught by Schlueter, Jr. et al. and Chacko and that of the claimed invention are identical. 



Response to Arguments 

5. Applicant's arguments filed on February 16, 2005 have been fully considered but 
they are not persuasive. Applicants traverse the rejection of claim 1 , 2, and 5 under 35 
U.S.C. 102(e) as being anticipated by Chacko (US 6,617,377 B2) and the rejection of 
claims 1 , 2, 5, and 7-12 under 35 U.S.C. 103(a) as being unpatentable over Schlueter, 
Jr. et al. (US 6,201 ,945) in view of Chacko (US 6,61 7,377 B2) submit that neither 
Chacko nor Schlueter teach how to form a film having both superior mechanical 
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elongation and low electrically resistivity. In response, the Examiner would like to point 
out that claims 1 , 2, and 5 are directed to a an article and not a process of making the 
article and hence Chacko does not need to teach how to make the article in order to 
anticipate claims 1 , 2, and 5. Furthemnore, it would have been obvious to one having 
ordinary skill in the art to replace the electrically conductive doped metal oxide filler of 
Schlueter, Jr. et al. with the carbon nanotubes taught by Chacko given that Chacko 
specifically teaches that the mechanical and thermal properties of the film can be 
increased by the incorporation of materials of nano-dimensions and the function of the 
nanoparticles is to increase the polymer-filler interactions. 
Hence, the above rejections are maintained. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheeba Ahmed whose telephone number Is (571)272- 
1504. The examiner can normally be reached on Mondays and Thursdays from 9:30am 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571)272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



to 6:00pm. 




Sheeba Ahmed 
Art Unit 1773 
April 28. 2005 



